Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov
ESTTA Tracking number: ESTTA302293

Filing date: 08/21/2009

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 92046185

Party Defendant
PRO FOOTBALL, INC.

Correspondence Claudia Bogdanos

Address Quinn Emanuel Urquhart Oliver & Hedges, LLP

51 Madison Avenue, 22nd Floor

New York, NY 10010

UNITED STATES

claudiabogdanos@quinnemanuel.com, loriweiss@quinnemanuel.com

Submission Other Motions/Papers

Filer's Name Lori Weiss

Filer's e-mail loriweiss@quinnemanuel.com, claudiabogdanos@quinnemanuel.com
Signature /Lori Weiss/

Date 08/21/2009

Attachments Blackhorse Update 8-21-09.pdf ( 35 pages )(908918 bytes )



http://estta.uspto.gov

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of Registration No. 1,606,810 (REDSKINETTES)
Registered: July 17, 1990

In the matter of Registration No. 1,085,092 (REDSKINS)
Registered: February 7, 1978

In the matter of Registration No. 987,127 (THE REDSKINS & Design)
Registered: June 25, 1974 '

In the matter of Registration No. 986,668 (WASHINGTON REDSKINS & Design)
Registered: June 18, 1974

In the matter of Registration No. 978,824 (WASHINGTON REDSKINS)
Registered: February 12, 1974

In the matter of Registration No. 836,122 (THE REDSKINS - Stylized Letters)
Registered: September 26, 1967

AMANDA BLACKHORSE,

. MARCUS BRIGGS,

PHILLIP GOVER,

SHQUANEBIN LONE-BENTLEY, Cancellation No. 92/046,185
JILLIAN PAPPAN, AND

‘COURTNEY TSOTIGH

Petitioners,

'PRO-FOOTBALL, INC.

Registrant.

REGISTRANT’S UPDATE CONCERNING THE STATUS OF THE CIVIL ACTION

Registrant Pro-Football, Inc. (“Registrant™) respectfully submits this status update to

inform the Board that the Harjo Petitioners, parties to the civil action in federal court for which




this instant proceeding was suspended, have filed with the Supreme Court of the United States an
Application for an Extension of Time Within Which to File a Petition for a Writ of Certiorari to
the United States Court of Appeals for the District of Columbia Circuit. In their application, the
Harjo Petitioners request that their deadline to file a petition of writ of certiorari to review the
judgment of the United States Court of Appeals for the District of Columbia be extended until
‘September 14, 2009. (See Exhibit A attached hereto.)

In light of the Harjo Petitioners’ apparent intention to petition for a writ of certiorari,
Registrant respectfully requests that this proceeding remain suspended. Registrant shall further

ﬁpdate the Board as to the status of the civil action upon final resolution of the Harjo action.

Dated: New York, New York
August 21, 2009 Quinn Emanuel Urquhart Oliver & Hedges, LLP

AW/ .

Rdbert L. Raskopf
Claudia T. Bogdanos
Lori E. Weiss

51 Madison Avenue

New York, New York 10010

Phone: (212) 849-7000

Fax: (212) 849-7100
Email:claudiabogdanos@quinnemanuel.com

ATTORNEYS FOR REGISTRANT
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IN THE SUPREME COURT OF THE UNITED STATES

App. No.

SUZAN 8. HARIO, ET AL., APPLICANTS
v.

PRO-FOOTBALL, INC.

APPLICATION FOR AN EXTENSION OF TIME WITHIN WHICH TO FILE A PETITION
FOR A WRIT OF CERTIORARI TO THE UNITED STATES COURT OF APPEALS FOR
THE DISTRICT OF COLUMBIA CIRCUIT

To the Honorable John G. Robeﬁs, Jr., as Circuit Justice for the United States Court of Appeals
for the District of Columbia Circuit:

Applicants respectfully request a 30-day extension of time, to and including September
14, 2009, within which to file a petition for a writ of certiorari to review the judgment of the
United States Court of Appeals for the District of Columbia Circuit in this case. The Court of
Appeals issued its final opinion on May 15, 2009, and Applicants did not petition for a rehearing
en banc. Absent an extension, the time within which to file a petition for a writ of certiorari will
expire on August 13, 2009. Applicants file this Application at least ten (10) days before that date
and copies of the Court of Appeals’ May 15, 2009, and July 15, 2005 opinions are attached as
Exhibits A and B, respectively, pursuant to S. Ct. R. 13.5. This Court would have jurisdiction
over the judgment of the D.C. Circuit pursuant to 28 U.S.C. § 1254(1).

1. On April 2, 1999, the Trademark Trial and Appeal Board (“TTAB™) issued an

order scheduling the cancellation of Pro-Football, Inc.’s (“Pro-Football™) “redskins” marks. The




TTAB’s order, issued in Tesponse to Applicants’ petition pursuant to Section 1{564(3) of the
Lanham Act (the “Act”), was based on its finding that “the derogatory connotation of the word
‘redskin(s)’ in connection with Native Americans extends to the term “Redskins,” as used in
[Pro-Football’s] marks . * Harjo v. Pro-Football, Inc,, 50 1U.S.P, Q.2d 1705, 1748 (T.T.AB.
1999) (interpreting Section 2(a) of the Lanham Act).

2, On June 1, 1999, Pro-Footbaii filed & civil action in the United States District
‘Court for the District of Columbia seeking review of the TTAB decision pursuant to 15 U.S.C. §
1071(b)(1). The parties filed cross-motions for summary judgment. Applicants asked the
District Court to, inter alia, affirm the TTARs decision and dismiss Pro-Football’s laches claim.
Pro-Football, Inc. v, Harjo, 284 F. Supp. 2d 96, 102 (D.D.C. 2003). Pro-Football challenged the
TTAB’s disparagement finding and argued that Applicants’ claims were barred by the doctrine
of laches. Id,

In an opinion dated September 30, 2003 the District Court granted Pro-Football
summary judgment. The court ruled that the doctrine of laches precluded consideration of
‘Applicants’ claims and that the TTAB’s decision was “not supported by substantial evidence,”
. Id at 145. Applicants appealed the District Cowrt’s decision to the Court of Appeals for the
Distn'ct of Columbia Circuit.

3. On July 15, 2005, the Court of Appeals issued an opinion holding that the

doctrine of laches was applicable to Applicants’ claims, but that the District Court had
- misapplied the doctripe. Fro-Football, Inc. v. Harjo, 415 F.3d 44, 48, 367 U.8. App. D.C. 276

(CADC 2005). The Court of Appeals retained jurisdiction over the case while remanding to the




I)istrict Court for the purpose of evaluating whether laches barred Applicm;t Mateo Romero’s
claim. Id. at 50.}
The District Court reexamined Applicant Romero’s claim in light of the Court of Appeals
decision and, on June 25, 2008, issued an opinion finding that his élaim was barred by the
- doctrine of laches. Pro-Football, Inc. v. Harjo, 567 F. Supp. 2d 46, 47 (D.D.C. 2008). On May
27, 2009, the Court of Appeals affirmed. Pro Football, Inc. v. Harjo, 565 F.3d 880, 881 (D.C.
-Cir. 2009).
| 4, The Court of Appeals decision has contributed to a split among the circuit courts
asto whether the doctrine of laches is applicable to claims brought under Section 2(a) of the Act.
Section 14 of the Act provides that a mark may be cancelled at “any time” if it was obtained
contrary to Section 2(a), 15 U.S.C. § 1064(3); Park ‘N Fly, Inc. v. Dollar Park & Fly, Inc., 469
U.s. 1.89, 195 (1985) (recognizing that a registration “may be cancelled at any time” if obtained
contrary to the provisions of Section 2). In its July 15, 2005 opinion, the Court of Appeals
joined the Federal Circuit “in concluding that the statute dees not bar the equitable defense of
laches in response to section 1064(3) cancellation petitions.” Harjo, 415 F.3d at 48 (citing
Bridgestone/Firestone Research, Inc. v. Auto. Club De L’Ouest De La France, 245 F.3d 1359,
1360-61 (Fed, Cir. 2001) (permitting a laches defense to a cancellation petition under section
1064¢3)).
These decisions are in conflict with the Third Circuit’s holding in Marshak v. Treadwell,

240 F.3d 184 {3d Cir. 2001) (Alito, 1.). In Marshak, the circuit court examined the plain

language of the Act, as well as the prior decisions of the TTAB and federal precedents

' The Court of Appeals denied rehearings before the panel and the en banc court regarding this opinion on
September 9, 2005. Copies of these orders are attached as Exhibits C and D, respectively,




interpreting the Trademark Act of 1§05, and concluded that défenses such as statutes of
limitations and laches are not available in responée to claims brought undef Sectiqn 1064(3) of

the Act, /d. at 192-94. The Federal and D.C. Circuits failed o undertake the thorough analysis
-conducted by the Tﬁifd Cir@it in Marshak,

5. Lead counsel for Applicants had heart surgery on July 23, 2009 and is currently
recovering. The additional time sought in this Application is needed to allow lead counsel to
recover so that he may consult with undersigned counsel regarding the consideration and
preparation of the petition for a writ of cerfiorari. Lead counsel has intimate knowledge of the
record in this case and his input is fmportant to the vigorous representation of Applicants’
. intere_sts.

For the foregoing reasons, fche time to file a petition for a writ of certiorari in this matter

should be extended thirty (30) days to and including September 14, 2009,

Respectfuily itted,

o
Michael J. McManus, Fsq. (counsel of record)
Jeffrey J. Lopez, Esq.
Christopher C. Sabis, Esq.
DRINKER BIDDLE & REATH LLP
1500 K Street, NN-W. -
Washington, DC 20005
(202) 842-8800 '

Counse! for Applicants,
Suzan S. Harjo, et al.
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: TA’I‘EL, Circuit Juc{ge At bottom, this case concerns
whether - various trademarks refated to the Washington
Redsking football team disparage Native Americans within
the meaning of the Lanham Trademark Act, § 2, 15 US.C. §
1052(d). But that question has since been overshadowed by
the defense of laches, the basis on which the district court first
entered” judgment, for the Redskins six years ago. We
reversed that.decision, finding that the district cowt had
misapplied the law of laches to the particular facts of the case.
Pro-Football, Inc.v. Harjo (Harjo 11), 415 F.3d 44, 50 (D.C.
Cir. 2005). - On reand, the district court reconsidersd the .
. evidence in Hght of our instructions and again ruled for the
team. Lro-Football, Inc. v. Harjo (Harjo 111), 567 B, Supp. 2d .
46, 62 (DD:C. 2008). Now =zppealing that decision,
plaintiffs argue only that the district court improperly assessed
evidence of prejudice in applying laches to the facts at issue.
leited to'that qncsuon, we see no error and affirm,

L

Because previous, opinions have already described the

backgrouid of this case at length, see Harjo 1L, 415 F.3d at
46-47; Harjo 1, 567 F. Supp. 2d at 48-51, we provide only
the esseéntials. - Appellants, seven Native Amgricans, filed a
1992 action before the Patent and Trademark Office seeking |
capcclation ‘of six Redskins trademarks that were, they.
argued, itpermissibly disparaging towards members of their
cthnic group. Pro-Football, the Redskins corporate entity
and the owner of the marks, argued o the Trademsark Trial
‘and Appeal Board that jts long-stariding use of the name,
combined with plaintiffs’ delay in bringing the case, called for
.application of laches, an equitable defense that applies where
there is “(1) lack of diligence by the party against whom the -
defense is asserted, and (2) prejudice to the party asserting the
defense,” Nat! R.R. Passenger Corp. v. Morgan, 536 U.S.
101, 121-22 (2002} (internal quotation marks omitted). .The




3

TTAB dlsagreed, observing, that pefitioners asserted an
interest In preventing “a substantial segment of the
‘population” from being held up “to public ridicule,” and that
insofar as that inferest reached “beyond the pérsonal interest
being asseifed by ‘the present petitioners,” laches was
inappropriate. -Harjo v. Pro Football Inc., 30 USP.Q. 2d
1828, 1831 (ITAB 19%4). 'Finding on the merits that the
marks were indeed disparaging, the TTAB. éancelled them,
see Harjo v. Pro Foothall Inz., 50 U.S.P.Q, 24 1705, 1749
(TTAB 1999), depriving Pro-Football of thc abilzty to pursue
mfrmgers = . )

Pro—FoothaIl then exerclsed its optmn to dispute this
holding by means.of 2 civil action in the United States District
Court for the District of Columbia., See 5 US.C. §
1071(b)(1), (4) (providing choice between distnct court action
and Federa! Gircuit appeal). The district court sided with Pro-
Foothall on thic laches issue, holdmg that the 25-year delay
betwseir thé mark’s first registration in 1967 and the TTAB
filing in 1992 indeed requu-ed dismissal. of the action. -Pro-
Football, Inc. v. -Harjo, 284 F. Supp. 2d 96, 144 (D.D.C.
2003). Wo reversed. “{L}aches " we gaid, “affaches only to
partics who Have unjustifiably delayed,” Ha:;;a 1,415 F3dat
49, and the period of unjustifiable delay cannot start before &
p!amtlﬁ‘ reaches the age. of majority, id 4t 4849. The
youngest plaintiff, Mateo Romero, was only 2 year old in
1967. Becausc the ce:rrect inquiry would have assessed his
delay and the consequent pmjudm-e to Pro-Footbal] only from
the day of Lis eighteenth’ bu’thday in Decémber 1984, we
remanded the :record ‘to the district court to consider, in the
first instance, the defense of laches ‘with r&spect t0 Romera.
Id at49-50. . : . _
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On remend in this case, the district court again found the
defense of laches persuasive. It held that the sevén-year,
nine-month “Romero Delay Period” evinced & lack of
diligence on Romero’s part, Harjo 1, 567 F. Supp. 2d at 53—
56, and following our instrctions to consider both trial and
economic prejudice, see Harja II, 415 F.3d at 50, i found that
that delay harmed Pro-Footbell, Harjo 11T 567.F. Supp. 2d at
56-62. _ Now appealing from that. decision, .Romero
ehallenges neither the. applicability of lathes vel non por the
- district court’s finding of unreasonable delay. We thus
confine our review to the only question Roméro does raisc:
whether the district court properly found. trial and economic
prejudice sufﬁmentm support a. defensa of laches

o : LT

Before mrmng to that question, we mtmt first molvc a
prellmmary ‘matter flagged but et undecided by our previous
opinion: the standard of review. In Hazjo I, we notad an
apparent ‘conflict between Damgedi‘efd zfland Protective
" Society v. Lyan, 920 F24 32, 38 (DC. Gir. '1990), and
Carrdmerica Realiy Corp. v. Koldanow, 321 F.3d°165, 172
(D:C. Cir: 2003), over the standard for reviewing a laches
determination made on symmary judgment.. 415 F.3d at 50.
In Daingerfield, an appeat from summary 3udgmant, we
applied abuse of discretion review, noting the consistent view
of the courts that “{blecause laches is an’ equitable doctrine,”
it is “primarily addressed to the dlscretlon of the trial court.”
920 F.2d at 38 (internal quotation maiks omitted); see. also
Coalition for C'anyan Freservation v. Bowers, 632 F.2d.774,
779 (9th Cir."1980). By conitrast, Car#dmerica seetiisto have
reviewed a laches determination de riove, see 321 F.3d at 172
(“The District Court-held that laches did not apply because it
determiined. that Appellants had suffered no prejudice from
Appellee's delay. ‘Upon our &z novo review, we determine
that Appellants did indeed suffer prejudice.”), but it is unclear
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,whcﬂm" this represented a considered opmlon on the

appropriate standard for reviewing laches decisions or mcrely
referred to'the mote general standard that: typwally applies on
summary judgment, see id. at 170 (refcmng -to general
. summary judgment standard). Indeed, both -standards are

“relovatit: we review the existence of material facts in digpute
©or the” ‘sufficiency of the evidemce to support a legal
proposition under the familiar de nove summeary. judgment
standard,” even while deferring to the’ district | court’s
" considerablé discretion on the question of how to. apphr the
equitable pnnclples of laches to the undisputed. facts..” See,

' e.g., Hot Wax, Inc.v. Turtle We, Inc., 191 F.3d'813, $18-19 -
(7t Cir. 1999). . We are thus bound by precedent to apply |

abuse of discretion review, at least ‘where,- as here, an
appellant coticedes that “the material t'ar.ts are not in‘ dlspute,

- Appeliam's Reply Br.2.

. Rewemng the “district court’s analysm of ptqudme in -
light .of ity considerable discretion, we .see no reason to
Jeverse. “The district court carefu]ly followed ¢ our mstructwn, :

to assess both trial and economic prefudice ansmg from the
- Romerg Delay Period, finding both. ' Romero pow challenges

those determinations, and while his argumaiits are fiot without *

mefit, - the_enors alleged cannot ovexmme our deferentzal
s{mda:d of review. L

'[‘hc dlstnct court retied pnmanly on "two factors in

_ ﬁndmg ‘trial prejudice; (1) the death of former- Redskins -
T prcmdent Bdward Bemmett Williams durmg the Romero Delay’

Period; and, (2} the delay period’s general contnbutlon to the
time lapse from the date of registration. Cf Harjo, 50
" USPQ:2d at 1773-75 (disparagement is anafyzed af the
time of registration). Accerding to the district couwst, both
factors limited, Pro-Football’s ability to marshal evidence

_ supportmg its mark: Williams had met with ‘Natwe Amencan

RSy
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leadﬂrs close to- ﬂze time of registration to discuss their views,
while the-nearly eight years of fusther delay. made it more |
" diffienlt to obtain any other contemporaneous evidence of
public attitudes towards the mark. See Harjo I, 567 F. Supp.
2d at 56-58. Romero mainly argues that this “lost evidence™
would have hiad minimal value., He believes that. Wlll:ams .
. lestimeony Wrmld have reflected only a narrow set of viewson . -
- the disparagmg nature of the Redskins marks, and that any
" possibility that 1967 attitudes could have been better surveyed
at the, timé - r.:-f aw -earlier suit is outweighed by other
ovwwheimim; ¢vidence of disparagement. . We fiesdn’t’ cast
" doubt on Romm?s view of the evidence- to hold that theie
was no ahusa ‘of discretion,  The. lost _‘evidence of
CONtEMpOTANEOUS- pubhc opinion is surely "not entirely

irrelevant; and weighing the prejudice resulting from its loss

falls well w1th:11 the zane of the district court’s discretion. In
. reviewing . ‘that: assessment, we cannot assume. ﬁ;a,t legaliy
_relevaat wnd&nce poss:bly available in an earher acﬁpn would
havc lacked pe:rsuaswe content.

. Not - can We fauit the district coutt’s evaiuauon of
ecorionric pmudme “Undisputed record evidence réveals a +
- sighificant expansion: -of Redsking mercharidising efforts and

"+ sizable invéstment in the mark during ﬂle Romero Delay
Petiod, ‘Roniero, believes this investment is irrelevent absent
some ewdanca that - Pro-Foothall would have acted
: pthe:wme—hy, 5y, changing the Redskins name—if Romero
_ had sued carliér. Butthe district cowrt repeatedly rejected this

" argument,. citmg 'the Féderal Circuit's holding mBndgesfane/ o

Firéstone Rea'mh, Inc. v, fwtomobile Chub, 245 F.3d 1359,
1363 (Fed. Cir. 2001), that “[e]conomic prejudice arisés from
investment in ‘and development of the trad¢mark, and the
. continued commercial use and economic promotion of a mark
over-a prolonged period adds weight to the cvidence of

‘ pre;udme See Harja 1, 567 F. Supp 2d at 9. The court :
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thus thought it sufficient that the team deployed investment
capital toward.a mark Romero waited too long to attack,
whether or not the team could prove that it would necessarily

"have changed its numé or émployed a different investment
strategy had Romero sued esilier.

) This was:no abuse of discretion. To be sire, a finding of
- prejudice requires. at least.some relizance on the absence of a
lawsuit-—if Pro-Fgotball ‘'would have done exactly the same
thing regardléss of a moré timely compiaint, its laches defense
devolves into claiming harm not from Romero’s tardiness, but
from Romero’s suéeess on the merits. But in contrast to the
defenss of estoppel—which requires evidence of specific
veliance on a particilar ‘plaintiff's silemce—Jacties requires
only gencial evidence of. pﬁjudlce, which may arise from
mere proof of continued investment in the laté-attacked mark
elone. See Amomobile thb 245 F3d at 1363 (“[S]pecific’
evidence of ‘reliance”.on the Automobilé Club’s silence could
relate to proof af esmppel but ‘it does not apply to laches.
When there: has been an unréasonable period of delay by a
plaintiff, ecenomic pre_;ud:ce to the deféndant may ensue
whether or.not the plaintiff ovmly lulled the defendant into
believing that the plaintiff would not act, or whether or not the
defendant belicved that the plaimtiff would have grounds. for
action.™). We_ have thus described as syfficient “a reliznce °
interest resulting from the defendant’s continued development
of good-will. diring the} period of delay,” and treated
evidence of continfied investment as proof of prejudice
sufficient to bar injunctive relief. NAACP v. NAACP Legal
Def. & Educ. Fand, ., 753 F.24 131, 137-38 (D.C. Cir.
1985).  Such. continued fnvestment was unguestionably
present here. The district court thus acted well within our
precedent—as well as the precedent of the Federal Circuit,
which directly teviews TYAB decisions—in finding economic
prejudme on thc basxs of mvestments made durmg the delay




8 :
period. The lost value of these investments was sufficient
evidence of prejudice for the distfict court:to exercise s
discretion to apply laches, even absent specific evidence that
more productive investments wouid in fact have resulted from
an earlier suit. --

In so holding, wistregs two factors, First,‘as the district
court correctly noted, the amount of prejudice required in a
given case varics with the length of the delay. “If onlya'short
period of time elapses between acerual of the ¢laim and suit,
the magmtude of pre_]udlce requxred beéfore suit woukd be
barred is great, if the de],ay is-lengthy, a lesser shawing of
prejudice is.required.” - Gull Airborne Instruments, Inc. v.
Weinberger, 694 F.2d 838, 843 (D.C. Cir. 1982),. This
reflects the view that “equity aids the vigilant and not those
who slumber on their rights,” NAACP, 753 F.2d at 137, as
well as the fact that evidence of prejudlcc is’ among the
evidence thet can-be lost by delay.  Eight yéars is a.long
time—e delay made only more vnreasonablé. by Romero’s
. acknowledged expjosure. to the varipus Redskins trademairks
well before reaching the-age of majority. See Harjo III, 567
F. Supp. 2d af 54-55. The seécond’ point follows the first:

- . because laches, _requires thig equitable weighing of both the

length of defay and the ‘amount of prejudice, it leaves the
district court very broad- d1screh0n to take accoimt of the
particular facts of particiler cases. We have no basis .for
finding abyse of that discretion where, as here, the claim of
error ultimately afgonnts to pothing miore than a different take
on hypothetical inquiries.irito-what might have: been. .-

Coem :
A final issue concems the traclemark of the team’s
cheerleaders, the “Redskineftes,” which Pro—FootbalI first

registered 'in 1990, As to this mark and only this mark,
Romero a:gues that he acted thh reasonable dlllgence by
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filing his action in 1992, only 29 months from the mark’s
registration, “The district court disagreed, finditig even this
short delay unreasonable given the relationship between the
Redskineties claim and the other claims on which Romero
was already delaying, See id & 54 n.5. This view followed -
from Romeros own litigation position, - He ‘argucd to the
district court, this Court, end the TTAB that the disparaging
nature of the Redskineties name derives from’the disparaging -
nature- of the Redskins name itself. See e.g:,’ Appellants ;
Opening Br. 28 -("In considering the meris  of the
Redskinettes mark, -this ‘Court would necessarily. Have to -
examine the TTAB’s analysis of the dlsparageme;nt associated

" . with the term ‘redskin’ . . ..™, Thedxstnctoouzttbussawno

reason why Romero, fully aware of both the-team”s 3 mme and

" the cheerleaders’ name and six-years into his delay period an

.« the Former, failed to cemplain mmedlately about thic
: glstratton of the Redskmettes . C

“While Romero delayed considerably i&ss in atmckmg the .

Redskineties mark, ' the district court did not abuse - its

discretion by mmlyzmg the reasonableness of -this delay in

light of the delay in bringing the enderlying clalms regarding -
the name of the tear itself.. The Pederal Circuit has at [east
 suggested that a defense of laches as t6 a recently registerad~

- mark may be based on a failure to challenge" an’ earlier,

.. substantialty similar mark, see Lincoln Logs Lid. ¥ mealn _
Pre- -Cut Log Homes, Fne., 971 F.2d 732, 734 (Fed. Cir. 1992), i
as has the TTAB, see Copperweld Corp. v Astralloy-V;rlm_
Corrp., 196 U.8,P.Q. 585, 59091 (TTAB 1977).: Ii is-uiclear.
10 us how this rule interacts with the requirgment to analyzc_

" disparagement &t the time of regs&auon, since the - factual

context may well have changed. But in any event and in the
context of this case, it is difficult to see how it ¢ould be .
inequitable to-allew Romero to complain about the Redskins
but equitable to allow his cornplaint about the Redskinettes,
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- pagticularly because the Redskinettes name -had been in use
. - well before flie date of registration. Indeed, the registration of )
the Redskinettes mark reflects perhaps the greatest relisnce on
the absence -of any' previous complaints. Thus, without:
deciding whether Romero could have avoided: laches by .
attackmg the-Redskinettes mark on the day of reglstratwn, we .
| at Jeast see ‘Ho abuse of discretion in the distriet cowrfs "
o ﬁndfug that the 29-monﬂ1 delay evinced a lack of reasqnable ]
© diligeice. . R

In facl, we fhmk fhe Redshnettes issue best dcmunmbs =

ce thc reasopablenéss of the district court’s approach 1o this case . -
s a whole. Tn 1990, six yeais into the Romera Delay Period, .
Pro-Foothall was riot only investing in the Redskins mark, but
seeking to expand legal protection of related ‘marks; placing
greater reliance on the continned validity of its underlying
brand name; Tt would have been bold indeed for the team. to
have sought ta xeglster the Redskinettes undér their exlstmg-' .
' pame had the TTAB- beén considering revocation—or had the- -

" TTAB aheady revoked—the registration of the ‘Rédskins, . -

mark. We thus think it neither a stretch of imagination nor an-
abuse of discretion to conclude that Pro-Football- might have

invested differently in'its branding of the Redskiris and related ~ -

entities had Romero acted earlier to place the trademark in
doubt. We accordingly have no basis for qum‘t:onmg the
district eourt’s dem:mmatmu "

_ Dcc:dmg only the quasimns presented; and ﬁndmg no .

- abuse of dlssrmon in. the district court’s resolutmn of them, :

- 'Wcaﬁirm A
s f.’f?’?-'*‘ed'
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on the brief were Mare E. Ackerman, Carolyn B. Lamm, and
Francis A. Vasquez, Jr.

Before: SENTELLE, RANDOLPH, and TATEL, Circuit Judges.
Opinion for the Court filed PER CURIAM.

Per CURIAM: In 1992, seven Native Americans petitioned
the Trademark Trial and Appeal Board (“TTAB”) to cancel the
registrations of six trademarks used by the Washington Redskins
football team. After the TTAB granted their petition, the team’s
owner, Pro-Football, Inc., brought suit seeking reversal of the
TTAB’s decision. The district court granted summary judgment
to Pro-Football on two alternate grounds, holding that the TTAB
should have found the Native Americans® petition barred by
laches and that in any event the TTAB’s cancellation decision
was unsupported by substantial evidence. The Native
Americans now appeal. Because we find that the district court
applied the wrong standard in evaluating laches as to at Jeast one
of the Native Americans, we remand the record for the disirict
court to revisit this issue,

L

The Lanham Trademark Act provides protection to
trademark owners. See generally 15 U.S.C. §§ 1051-1127,
1141-114in. To teke advantage of many of its provisions,
trademark owners must register their marks with the Patent and
Trademark Office. Not all marks, however, can be registered.
Under 15 U.S.C. § 1052, the PTO must deny registration to
gertain types of marks, including those which, in subsection
{(a)’s language, “may disparage or falsely suggest a connection
with persons, living or dead, institutions, beliefs, or national
symbols, or bring them into contempt, or disrepute.”

Another section, 15 U.S.C. § 1064(3), provides that if a
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mark is registered in violation of section 1052(a), “any person
who believes that he is or will be damaged by the registration™
may file a petition “[a]t any time” with the PTO to cancel the
registration. This triggers a proceeding before the TTAB, see 15
U.S.C. § 1067, which takes evidence and determines whether to
cancel themark. Yetanother provision, 15U.S.C. § 1069, states
that “[i]n all . . . proceedings equitable principles of laches,
estoppel, and acquiescence, where applicable may be considered
and applied.”

This case concerns the regisirations of six trademarks
owned by Pro-Football, the corporate owner of the Washington
Redskins football team, that inciude the word “Redskin.” The
first~*The Redskins” written in a stylized script—was
registered in 1967, three more in 1974, another in 1978, and the
sixth—the word “Redskinettes™—in 1990. Pro-Football uses all
these marks in connection with goods and services related to its
foothall team, including merchandise and entertainment
services,

. In 1992, seven Native Americans petitioned for cancellation

of the registrations, claiming that the marks had disparaged
- Native Americans at the times of registration and had thus been
registered in violation of section 1052{a). Pro-Football
defended its marks, arguing among other things that laches
barred the Native Americans’ claim. Rejecting this argument,
the TTAB found laches inapplicable due to the “broader
interest—an interest beyond the personal interest being asserted
by the present petitioners—in preventing a party from receiving
the benefits of registration where a trial might show that
respondent’s marks hold a substantial segment ofthe population
vp fo public ridicule.” Harjo v. Pro-Footbaill Inc., 30
US.P.Q.2d 1828, 1831 (TTAB 1994).

On the merits, the parties presented the TTAB with a
variety of evidence, including (1) dictionary entries for
“redskin,” some of which contained usage labels identifying the
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term as offensive and others of which did not; (2) book and
media excerpts from the late nineteenth century through the
' 1940s that used the term “redskin” and portrayed Native
Americans in a pejorative manner; (3) a study that found
derogatory use of the term in Western-genre films from before
1980; (4) petitioners’ testimony about their views of the term;
(5) results from a 1996 survey of the general population and
Native Americans that asked whether various terms, including
“redskin,” were offensive; (6) newspaper articles and game
program guides from the 1940s onward using Native American
imagery in connection with Washington's football team; and (7)
testimony and documents relating to Native American protests,
including one in 1972, aimed specifically at the team. In a
lengthy cpinion, the TTAB concluded that a preponderance of
the evidence showed the term “redskin” as used by
Washington’s football team had disparaged Native Americans
from at least 1967 onward, Harjo v. Pro-Football Inc., 50
1U.8.P.Q.2d 1705 (TTAB 1999). The TTAB cancelled the
registrations. Cancellation did not require Pro-Football to stop
using the marks, but it did [imit the tcam’s ability to go after
infringers under the Lanham Act.

Pursuant to 15 U.8.C. § 1071{h), Pro-Football filed suit in
the U.S. District Court for the District of Columbia, seeking
reinstatement of its registrations on the grounds that: (1) laches
barred the Native Americans’ petition; (2) the TTAB’s finding
of disparagement was unsupported by substantial evidence; and
(3) section 1052(a) violates the First and Fifth Amendments to
the U.S. Constitution both facially and as applied by the TTAB.
Although in snits challenging TTAB decisions parties may
introduce new evidence in the district court, see Material Supply
I'l, Inc. v. Sunmatch Indus. Co., 146 F.3d 983, 989-90 (D.C.
Cir, 1998), in this case the only such evidence of note related to
laches. After discovery, the parties cross-moved for summary
judgment. Without reaching the constitutional issues, the
district court granted summary judgment to Pro-Football on the
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alternate grounds that laches barred the Native Americans’
petition and that the TTAB’s conclusion of disparagement was
unsupported by substantial evidence. Pro-Foothall, Inc. v,
Harjo,284 F. Supp. 2d 96 (D.D.C. 2003). This appeal followed.

IL

An equitable doctrine, “[fJaches is founded on the notion
that equity aids the vigilant and not those who slumber on their
- rights.” NAACPv. NAACP Legal Def & Educ. Fund, Inc., 753
F.2d 131, 137 (D.C. Cir. 1985), This defense, which Pro-
Football has the burden of proving, see Gull Airborne
Instruments, Inc. v. Weinberger, 694 F.2d 838, 843 (D.C. Cir.
1982), “requires proof of (1) lack of diligence by the party
against whom the defense is asserted, and (2) prejudice to the
party asserting the defense.” Nat! RR. Passenger Corp. v.
Morgan, 536 U.S. 101, 121-22 (2002) (internal quotation marks
omitted). In this case, the Native Americans contend both that
the statute bars the defense of laches and that even were laches

~ an available defense, Pro-Football has failed to prove it.

The Native Americans’ statutory argument runs as follows:
because section 1064(3) permits petitions alleging wrongful
registration under section 1052(a) to be filed “[a]t any time,”
faches is not a valid defense in cancellation proceedings, We
.disagree. The words “[a]t any time” demonstrate only that the
act imposes no statute of limitations for bringing petitions,
Those words have nothing to do with what equitable defenses
may be available during cancellation proceedings. Indeed,
under the Native Americans’ logic, equitable defenses would
never be available as long as cancellation petitions are brought
within the specified statute of limitations—*[a]t any time” for
petitions alleging wrongful registration under section 1052(a) or
certain other grounds, see 15 1U.8.C. § 1064(3)~(5), and “[w]ithin
five years” of registration for petitions brought for all other
reasons, see id § 1064(1). This would make section 1069,
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which explicitly permits consideration of laches and other
equitable doctrines, meaningless as to cancellation petitions.
For this reason, we disagree with the Third Circuit’s suggestion
that laches is not an available defense to cancellation petitions
brought pursuant to section 1064(3), see Marshakv. Treadwell,
240 F.3d 184, 193-94 & n.4 (3d Cir. 2001). Instead, we join the
Federal Circuit, see Bridgestone/Firestone Research, Inc. v.
Aute. Club de I,'Cuest de la France, 245 F.3d 1359, 1360-61
(Fed. Cir. 2001) (permitting the defense of laches to a
canceilation petition brought under section 1064(3)), and our
< own district court, see Pro-Feotball, Inc. v. Harjo, 57

U.SP.Q:2d 1140, 1145 (D.D.C. 2000), in concluding that the
statute does not bar the equitable defense of laches in response
to section 1064(3) cancellation petitions.

The Native Americans also offer several reasons why, in
their view, the district court erved in its assessment of laches in
this case. At this point, we need only consider one: their ¢claim
that the district court mistakenly started the clock for-assessing
laches in 1967—the time of the first mark’s registration—for aif

_seven Native Americans, even though one, Mateo Romero, was
at that time only oné year old.

‘We agree with the Native Americans that this approach nins
counter to the well-established principle of cquity that laches
runs only from the time 4 party has reached his majority. The
Supreme Couirt first embraced this principle-in 1792, holding in
a case dealing with conflicting 1761 land grants that “Jaches
cannot . . . be imputed™ as the “rights do not seem to have been
sbandoned; for in 1761, the children were infants, and were
hardly of age, when this action was brought.” Gander’s Lessee
v, Burns, 4 U.S. (4 Dall} 122 {1792). The Court has since held
to this principle. See Hoyi v. Sprague, 103 U.S. 613, §36-37
{1880) (evaluating laches “after [complainants] came of age”);
Wetzel v. Minn. Ry. Transfer Co., 169 U.S. 237, 240 (1898)
{acknowledging “that the minors were not affected by laches
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until they became of age™); cf Wagner v. Baird, 48 US. (7
How.) 234, 242 (1849) (noting that equity makes allowances for
“circumstances to account for fa party’s] neglect, such as
imprisonment, infancy, coverture, or by having been beyond
scas”); 2 Joseph Story, Commentaries on Equity Jurisprudence,
as admiristered in England and America 844 n.(b) (photo.
- reprint 1988} (Melviile M. Bigelow, ed., 13th ed. 1886) (stating
that “[i]t is not laches to wait until one is in a legal condition to
sue™); William MacPherson, A Treatise on the Law Relating to
Infants 338-39 (Philadelphia, John S. Littel 1843) (observing
. that “[ilt is a maxim of law that laches is not to be imputed to an
infant, because he is not supposed to be cognizant of his rights,
nor capable of enforcing them™).

Pro-Football asserts that were we to apply this principle
here, it “would logically mean that trademark owners could
. never have certainty, since a disparagement claim could be
* brought by an asyet unborn claimant for an unlimited time after
a mark is registered.” Appellee’s Br. at 48. At the least, this

assertion is overstated—only owners of those tradernarks that
may disparage a population that gains new members (as opposed
to one that disparages, say, a single corporate entity, see, e.g.,
Greyhound Corp. v. Both Worlds Inc., 6 US.P.Q.2d 1635
({ITAB 1988)), would face such a prospect. But even if
registrations of some marks would remain perpetually at risk, it
is unclear why this fact authorizes—let alone
requires—abandonment of equity’s fundamental principle that
laches attaches only to parties who have unjustifiably delayed in
bringing suit. Pro-Football forgets that “laches is not, like
limitation, a mere matter of time,” Hofmberg v, Armbrecht, 327
U.S. 392, 396 (1946} (internal guotation marks omitted), but
rather turns on whether the party seeking relief “delayed
inexcusably or unreasonably in filing suit” in a way that was
“prejudicial” to the other party, Rozen v. District of Columbia,
702 F.2d 1202, 1203 {(D.C. Cir. 1983) (per curiam). Why should
equity give more favorable treatment to parties thai harm
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expanding numbers of people (in which case, under Pro-
Football’s theory, laches runs from the date of harm) than it
gives to parties that harm only a few people (in which case
laches runs from whenever those people are free of fegal
disabilities}? Why should equity elevate Pro-Football’s
perpetual security in the unlawful registration of a trademark
over the interest of a Native American who challenged this
registration without lack of diligence? Why should laches bar
all WNative Americans from challenging Pro-Football’s
“Redskins” trademark registrations because some WNative
Americans may have slept on their rights?

The fact that Pro-Football may never have security in its
trademark registrations stems from Congress’s decision not to
set a statute of limitations and instead to authorize petitions for
cancellation based on disparagement “[a]t any time.” See 15
U.S.C. § 1064(3). Congress knew perfectly well how to set
statutes of limitations—as noted earlier, it required that petitions
for cancellations on many other grounds be brought “[w]ithin
~ five years” of registration, /4. § 1064(1)—but consciously

declined to do so with respect to cancellation petitions based on
" disparagement. Indeed, Congress may well have denied
companies the benefit of a statrte of limitations for potentially
disparaging trademarks for the very purpose of discouraging the
‘use of such marks. See id. § 1065 (providing that marks “shall
be incontestable™ after five years “fefxcept on a ground for
which application to cancel may be filed at any time under
paragraphs (3) and (5) of section 1064" (emphasis added)); cf.
Inre Riverbank Canning Co., 95 F2d4 327,329 (C.C.P.A. 1938)
{noting that the “field is almost limitless from which to select
words for use as trade-marks, and one who uses debatable marks
does so at the peril that his mark may not be entitled to
registration™).

Here, Romero has brought his own claim, and there is no
reason why the laches of others should be imputed to him. In
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accordance with the context-specific approach- required by
equity, the district court should have measured both his delay
and the resulting prejudice to Pro-Football based on the period
between his attainment of majority and the filing of the 1992
cancellation petition.

For several reasons, we prefer not to undertake our own
analysis of Romero’s Iaches. The district court never addressed
this issue, the parties have briefed it minimally at best, and, most
significantly, we may owe deference to the district court’s

. assessment of laches. Compare Daingerfield Island Protective
Soc’y v. Lujan, 920 F.2d 32, 38 (D.C. Cir. 1990) (conducting

. abuse-of-discretion evaluation of laches in reviewing a district
court’s summary judgment reling), with Carrdmerica Realty
Corp. v. Kaidanow, 321 F.3d 165, 172 (D.C. Cir. 2003)
{conducting de novo evaluation of laches in reviewing a district
court’s summary judgment ruling}. Therefore, we shall remand
the record for the district court to evaluate Romero’s laches.

In assessing prejudice, the district court should address both
trial and economic prejudice. As to trial prejudice, the court
should consider the exient to which Romerc’s post-majority
delay resuited in a “loss of evidence or witnesses supporting
[Pro-Football’s] position,” see Gull Airborne Instruments, 694
F.2d at 844. As to economic prejudice, we express no view as
to how such prejudice should be measured where, as here, what
is at stake is not the trademark owner’s right to use the marks

“but rather the owner’s right to Lanham Act protections that turn
on registration. We encourage the district court io take bricfing
on whether economic prejudice should be measured based on
the owner’s investment in the marks during the relevant years,
on whether the owner would have taken a different course of
action—e.g., abandoned the marks—had the petitioner acted
more diligently in seeking cancellation, or on some other
measure. :
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HI.

While retaining jurisdiction over the case, we remand the
. record to the district court for the purpose of evaluating whether
laches bars Mateo Romero’s claim.

So ordered,
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